REMARKS 

Claims 1-23 are rejected. Claims 16-23 are withdrawn from 
consideration. Claims 1,3-7 and 10 have been amended. Claims 2 and 9 have 
been canceled. Claims 1, 3-23 are presently pending in the application. The basis 
for the amendment of claims 1 and 3-7 is claim 2 as originally filed. The basis for 
the further amendment of claim 1 and claim 10 is claim 9 as originally filed. 

Favorable reconsideration of the application in view of the 
following remarks is respectfully requested. 
Restriction Requirement under U.S.C. § 121: 

The Examiner has required restriction to one of the following 
inventions: Group I. Claims 1-15, drawn to an ink recording element, classified 
in class 428, subclass 32.34 and Group II. Claims 16-23, drawn to an ink printing 
method, classified in class 347, subclass 105, indicating that, in the instant case, 
the product as claimed can be used in a materially different method such as the 
method of printing with a ball point pen (ink is not applied as droplets) and 
therefore restriction for examination purposes as indicated is proper. 

As stated by the Examiner, Claim 1 is drawn to an ink recording 
element, while claim 16 is drawn to an ink printing method. However, both 
independent claims claim an ink recording element comprising a support having 
thereon a hydrophilic absorbing layer, a laminate adhesion promoting polymer 
inner layer containing at least one of polyvinylpyrrolidinone, poly( ethylene 
oxide), and polyoxazoline, and a hydrophilic overcoat polymer layer containing 
cellulose ether and vinyl latex polymer. Therefore, it is suggested that 
commonality exists among the Groups identified by the Examiner with respect to 
the element and its composition and use. Coextensive searching of the Groups 
would not prove seriously burdensome to the Examiner, but would instead be 
most efficient. Therefore, it is respectfully requested that the Restriction 
Requirement be reconsidered and withdrawn and that all claims now pending be 
examined. 

The Applicant confirms the telephone election of November 20, 
2003 in which the provisional election was made with traverse to prosecute the 
invention of Group I, claims 1-15. 



Double Patenting; 

The Examiner has provisionally rejected Claims 1-15 under the 
judicially created doctrine of obviousness-type double patenting as being 
unpatentable over claims 1-27 of copending Application No. 10/068675, 
indicating that, while the instant application does not claim polyvinyl alcohol as 
the material for the inner layer, it would have been obvious to one of ordinary 
skill in the art to use polyvinyl pyrrolidone in place of the polyvinyl alcohol 
because these materials are both commonly used in the art and are both known as 
alternative water soluble polymers for inclusion in ink receptive layer. 

The Applicants have provided a terminal disclaimer to obviate this 
provisional rejection and expedite prosecution, but request that the Examiner 
reconsider, in light of the surprising results achieved with the present invention. 
Table 2 on page 21 of the specification shows that Control Sample 1, containing 
polyvinyl alcohol in place of polyvinyl pyrrolidone in the inner layer, provides 
poor laminate adhesion, as compared to Inventive Samples 1 - 5, utilizing PVP, 
PEO or polyoxazoline in the adhesion promoting inner layer. The Applicants 
believe that it would therefore not be obvious to one of ordinary skill in the art to 
replace polyvinyl alcohol with PVP, PEO or polyoxazoline to achieve a surprising 
improvement in laminate adhesion. 

Therefore, as the use of polyvinyl pyrrolidone in place of polyvinyl 
alcohol would not have been obvious to one of ordinary skill in the art at the time 
the invention was made, the Applicants request that the Examiner reconsider and 
withdraw the rejection. 

Rejection Of Claims 1 and 8. 9 and 11-15 Under 35 U.S.C. S103(a): 

The Examiner has rejected Claims 1 and 8, 9 and 11-15 under 35 
U.S.C. 103(a) as being unpatentable over Shaw-Klein (EP 1,1 10,745), which 
discloses an ink jet recording element comprising a support having thereon a 
hydrophilic absorbing layer which may be gelatin, an adhesion promoting layer 
containing polyvinyl pyrrolidone, and a hydrophilic overcoat layer which 
comprises hydroxyethyl cellulose or may also contain methyl cellulose or 
hydroxypropyl methyl cellulose. 

Shaw-Klein discloses an ink jet recording element comprising a 
support having thereon the following layers in the order recited: a) a hydrophilic 
absorbing layer comprising gelatin or poly( vinyl alcohol); b) an adhesion 
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promoting layer comprising pectin or alginate; and c) a hydrophilic overcoat layer 
comprising hydroxyethyl cellulose. The reference to Shaw-Klein fails to mention 
laminate adhesion or the use of PVP or PEO in a laminate adhesion promoting 
layer as presently claimed. 

The present invention relates to an ink recording element 
comprising a support having thereon a hydrophilic absorbing layer, a laminate 
adhesion promoting polymer inner layer, and a hydrophilic overcoat polymer 
layer which provides surprising improvements in laminate adhesion, while also 
yielding excellent ink imaging performance for a wide range of commercially 
available printing systems, especially with respect to image quality, and 
differential gloss. 

To establish a prima facia case of obviousness requires, first, there 
must be some suggestion or motivation, either in the references themselves, or in 
the knowledge generally available to one of ordinary skill in the art, to modify the 
reference or to combine reference teachings. Second, there must be a reasonable 
expectation of success. Finally, the prior art references (or references when 
combines) must teach or suggest all the claim limitations. 

The reference to Shaw Klein fails to suggest the use of a laminate 
adhesion promoting layer containing at least one member selected from the group 
consisting of polyvinylpyrrolidinone, poly( ethylene oxide), and polyoxazoline 
alone or in combination with a hydrophilic overcoat polymer layer comprising 
cellulose ether and vinyl latex polymer. Although the Examiner indicates Shaw- 
Klein discloses an adhesion promoting layer containing polyvinyl pyrrolidone 
(see p. 2, lines 10-14), the Applicants were unable to find any such disclosure. 
However, lines 42-48 of pg. 2 indicate that polyvinyl pyrrolidone may be included 
in the composition of the hydrophilic absorbing layer, not the laminate adhesion 
promoting layer. 

The reference to Shaw-Klein also fails to provide a likelihood of 
success for the use of at least one member selected from the group consisting of 
polyvinylpyrrolidinone, poly(ethylene oxide), and polyoxazoline in a laminate 
adhesion promoting layer, teaching instead that pectin or alginate are used in the 
adhesion promoting layer, relegating the materials presently claimed for use in the 
adhesion promoting layer to the hydrophilic absorbing layer. In fact, by 



indicating that "a specific combination of image receiving layers, each comprised 
of specific materials and arranged in a specific sequence on a support 
material, yields excellent ink jet imaging performance for a wide range of 
commercially available printing systems" (pg. 2, lines 39-41), that the adhesion 
promoting layers contain pectin or alginate, and by failing to indicate that 
polyvinylpyrrolidinone, poly(ethylene oxide), and polyoxazoline may be used to 
promote laminate adhesion in place of pectin and alginate, the reference actually 
teaches away from the present invention. 

The reference to Shaw-Klein also fails to teach or suggest all of the 
limitations of the claims, as amended. There is no mention in Shaw-Klein of the 
use of at least one member selected from the group consisting of 
polyvinylpyrrolidinone, poly(ethylene oxide), and polyoxazoline in the laminate 
adhesion promoting layer alone or in combination with a hydrophilic overcoat 
polymer layer comprising cellulose ether and vinyl latex polymer. 

In summary, the reference to Shaw-Klein fails to provide a 
motivation or suggestion to modify it to produce an imaging element having at 
least one member selected from the group consisting of polyvinylpyrrolidinone, 
poly( ethylene oxide), and polyoxazoline in the laminate adhesion promoting layer 
alone or in combination with a hydrophilic overcoat polymer layer comprising 
cellulose ether and vinyl latex polymer, fails to provide any likelihood of success 
in improving laminate adhesion by the use of at least one member selected from 
the group consisting of polyvinylpyrrolidinone, poly(ethylene oxide), and 
polyoxazoline in the laminate adhesion promoting layer alone or in combination 
with a hydrophilic overcoat polymer layer comprising cellulose ether and vinyl 
latex polymer and fails to include all the limitations of the presently amended 
claims. Therefore, the Applicants request the Examiner to reconsider and 
withdraw the rejection. 

Rejection Of Claims 1. 9 and 10 Under 35 U.S.C. S103(a): 

The Examiner has rejected Claims 1, 9 and 10 under 35 U.S.C. 
103(a) as being unpatentable over Shaw-Klein (EP 1,110,745) as applied to 
claims 1 and 9 above, and further in view of Ueda et al (EP 791,475), as Ueda 
discloses an ink jet recording medium comprising a support and an ink receiving 
layer, which may contain a polyurethane dispersion, along with other usual 
components, such as water soluble polymers, so that deterioration of glossiness 



-9- 



may be minimized and therefore, it would have been obvious to one of ordinary 
skill in the art to include a polyurethane resin in the ink receptive layers of the 
primary reference in order to control gloss. 

Ueda discloses a recording sheet for ink-jet recording comprising a 
support, and provided thereon, an ink receiving layer, wherein the ink receiving 
layer contains a water soluble polymer, a polymer latex and gelatin, which can 
provide an excellent image under various conditions and an excellent 
transportability. Ueda fails to disclose the use of at least one member selected 
from the group consisting of polyvinylpyrrolidinone, poly(ethylene oxide), and 
polyoxazoline in an inner layer to improve laminate adhesion. 

To establish a prima facia case of obviousness requires, first, there 
must be some suggestion or motivation, either in the references themselves, or in 
the knowledge generally available to one of ordinary skill in the art, to modify the 
reference or to combine reference teachings. Second, there must be a reasonable 
expectation of success. Finally, the prior art references (or references when 
combines) must teach or suggest all the claim limitations. The level of skill in the 
art cannot be relied upon to provide the suggestion to combine references. In re 
Vaeck, 947 F.2d 488, 20 USPQ2d 1438 (Fed. Cir. 1991). The teaching or 
suggestion to make the claimed combination and the reasonable expectation of 
success must both be found in the prior art, not in the applicant's disclosure. In re 
Rouffet, 149 F.3d 1350, 1357, 47 USPQ2d 1453, 1457-58 (Fed. Cir. 1998). 

As previously discussed, the reference to Shaw-Klein fails to 
provide a motivation or suggestion to modify it to produce an imaging element 
having at least one member selected from the group consisting of 
polyvinylpyrrolidinone, poly(ethylene oxide), and polyoxazoline in the laminate 
adhesion promoting layer alone or in combination with a hydrophilic overcoat 
polymer layer comprising cellulose ether and vinyl latex polymer, fails to provide 
any likelihood of success in improving laminate adhesion by the use of at least 
one member selected from the group consisting of polyvinylpyrrolidinone, 
poly(ethylene oxide), and polyoxazoline in the laminate adhesion promoting layer 
alone or in combination with a hydrophilic overcoat polymer layer comprising 
cellulose ether and vinyl latex polymer and fails to include all the limitations of 
the presently amended claims. The reference to Ueda also fails to provide a 
motivation or suggestion to modify it to produce an imaging element having at 
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least one member selected from the group consisting of polyvinylpyrrolidinone, 
poly(ethylene oxide), and polyoxazoline in the laminate adhesion promoting 
layer, fails to provide any likelihood of success in improving laminate adhesion 
by the use of at least one member selected from the group consisting of 
polyvinylpyrrolidinone, poly(ethylene oxide), and polyoxazoline in the laminate 
adhesion promoting layer alone or in combination with a hydrophilic overcoat 
polymer layer comprising cellulose ether and vinyl latex polymer and fails to 
include all the limitations of the presently amended claims. In fact, Ueda teaches 
that PVP and PEO are to be used in the ink receiving layer, not in a laminate 
adhesion promoting inner layer, thereby teaching away from the present 
invention. At best, the combination of Ueda and Shaw-Klein provides a 
hydrophilic absorbing layer containing a polyurethane dispersion and other 
materials, including gelatin, polyvinyl alcohol), polyethylene oxide and 
polyvinyl pyrrolidone, an inner layer containing pectin and alginate, and a 
hydrophilic overcoat layer comprising hydroxyethyl cellulose to improve gloss, 
not the presently claimed ink recording element comprising a support, a 
hydrophilic absorbing layer, a laminate adhesion promoting polymer inner layer 
comprising at least one member selected from the group consisting of 
polyvinylpyrrolidinone, poly( ethylene oxide), and polyoxazoline, and a 
hydrophilic overcoat polymer layer comprising cellulose ether and vinyl latex 
polymer. Therefore, the Applicants request the Examiner to reconsider and 
withdraw the rejection. 

Rejection Of Claims 1. 9. 11-15 Under 35 U.S.C. S103(a): 

The Examiner has rejected Claims 1, 9, 1 1-15 under 35 U.S.C. 
103(a) as being unpatentable over Shaw-Klein (6,1 10,585), which discloses an 
ink jet recording element comprising a support having several layers on its 
surface. The layer closest to the support, layer a), may include gelatin, the third 
layer, layer c) may also contain a polymer from the same group of polymers 
which includes polyvinylpyrrolidone, the overcoat layer may contain cellulose 
ether, dye mordants may also be included, and, although the reference does not 
specifically disclose layer thicknesses, it would have been obvious to one of 
ordinary skill in the art to determine these thicknesses from discussion in the 
reference concerning coating weights per unit area. 



Shaw-Klein '585 discloses an ink jet recording element comprising 
a support having thereon the following layers: a) a cationic mordant for an anionic 
dye; b) a nonionic or amphoteric material compatible with a) and c); c) colloidal 
silica; and) a hydrophilic overcoat in an amount of at least about 0.25 g/m"; 
wherein either a) or c) can be directly on the support, b) is always between a) and 
c), and d) is the outermost layer, which yields printed images with excellent 
image quality, higher gloss, and fast drying. Shaw-Klein '585 fails to mention an 
imaging element having at least one member selected from the group consisting 
of polyvinylpyrrolidinone, poly(ethylene oxide), and polyoxazoline in the 
laminate adhesion promoting layer alone or in combination with a hydrophilic 
overcoat polymer layer comprising a vinyl latex polymer. 

To establish a prima facia case of obviousness requires, first, there 
must be some suggestion or motivation, either in the references themselves, or in 
the knowledge generally available to one of ordinary skill in the art, to modify the 
reference or to combine reference teachings. Second, there must be a reasonable 
expectation of success. Finally, the prior art references (or references when 
combines) must teach or suggest all the claim limitations. 

The reference to Shaw-Klein '585 fails to suggest the use of a 
laminate adhesion promoting layer containing at least one member selected from 
the group consisting of polyvinylpyrrolidinone, poly(ethylene oxide), and 
polyoxazoline alone or in combination with a hydrophilic overcoat polymer layer 
comprising cellulose ether and vinyl latex polymer, teaching instead that PVP and 
PEO can be included in the inner layer, the overcoat layer and the absorbing layer. 
Shaw-Klein '585 also fails to mention the use of vinyl latex polymer in the 
overcoat layer. 

The reference to Shaw-Klein also fails to provide a likelihood of 
success for the use of at least one member selected from the group consisting of 
polyvinylpyrrolidinone, poly(ethylene oxide), and polyoxazoline in a laminate 
adhesion promoting layer, alone or in combination with a hydrophilic overcoat 
polymer layer comprising cellulose ether and vinyl latex polymer. Shaw Klein 
instead indicates in col.4, lines 15-20 that adhesion improvements are obtainable 
with the use of a subbing layer between the support and the absorbing layers, 
which contains halogenated phenol or partially hydrolyzed vinyl chloride - vinyl 
acetate copolymer. Shaw Klein also indicates at col. 3, lines 3-14, that the 
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purpose of the interlayer is not to improve laminate adhesion, but avoid 
incompatibility between the layers containing a cationic mordant and an anionic 
silica material. Therefore, the reference actually teaches away from the present 
invention. 

The reference to Shaw-Klein '585 also fails to teach or suggest all 
of the limitations of the claims, as amended. There is no mention in Shaw-Klein 
of the use of at least one member selected from the group consisting of 
polyvinylpyrrolidinone, poly(ethylene oxide), and polyoxazoline in a laminate 
adhesion promoting layer. There is no mention of the use of a vinyl latex polymer 
alone or in combination with a hydrophilic overcoat polymer layer comprising 
cellulose ether and vinyl latex polymer. 

In summary, the reference to Shaw-Klein fails to provide a 
motivation or suggestion to modify it to produce an imaging element having at 
least one member selected from the group consisting of polyvinylpyrrolidinone, 
poly( ethylene oxide), and polyoxazoline in the laminate adhesion promoting layer 
alone or in combination with a hydrophilic overcoat polymer layer comprising 
cellulose ether and vinyl latex polymer, fails to provide any likelihood of success 
in improving laminate adhesion by the use of at least one member selected from 
the group consisting of polyvinylpyrrolidinone, poly(ethylene oxide), and 
polyoxazoline in the laminate adhesion promoting layer alone or in combination 
with a hydrophilic overcoat polymer layer comprising cellulose ether and vinyl 
latex polymer and fails to include all the limitations of the presently amended 
claims. Therefore, the Applicants request the Examiner to reconsider and 
withdraw the rejection. 

Rejection of Claims 1-8 Under 35 U.S.C. §102(b): 

The Examiner has rejected Claims 1-8 under 35 U.S.C. 102(b) 
based upon a public use or sale of the invention, assuming that the sale of 
KODAK Premium Picture Paper Cat. No. 1 1 81 197 at least one year prior to the 
filing of the instant application. 

A claim is anticipated only if each and every element as set forth in 
the claim is found either expressly or inherently described in a single prior art 
reference. The identical invention must be shown in as complete detail as is 
contained in the claim. 
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The present invention, as amended, claims an ink recording 



element comprising a support having thereon a hydrophilic absorbing layer, a 
laminate adhesion promoting polymer inner layer of polyvinylpyrrolidinone, 
poly(ethylene oxide), and polyoxazoline, and a hydrophilic overcoat polymer 
layer of cellulose ether and vinyl latex polymer. The elements of the present 
invention are identified in the "Present Invention" column of the comparison 
sheet. KODAK Premium Picture Paper Cat. No. 1 181 197, the elements of which 
are identified in the "Product Feature" column, does not contain a laminate 
adhesion promoting polymer inner layer of at least one of polyvinylpyrrolidinone, 
poly(ethylene oxide), and polyoxazoline. The Applicants further note that a 
product containing the elements of the present invention was not sold by Eastman 
Kodak Co. previous to the filing of this application. Therefore, the rejection 
should be withdrawn. 



Office Action and that the claims are in condition for allowance. Favorable 
reconsideration and early passage to issue is therefore earnestly solicited. 



It is believed that the foregoing is a complete response to the 



Respectfully submitted, 




Attorney for Applicant(s) 
Registration No. 42,334 



Lynne M. Blank/ct 
Rochester, NY 14650 
Telephone: 585-477-7418 
Facsimile: 585-477-1148 
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